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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/23/09 
has been entered. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sinall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person sl^illed in the 
art to which it pertains, or with which it is most nearly connected, to mal<e and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claimi, 3/1, 4/1, 5/1, 6/1, 7/1, 8/7/1, 9/1, 10/1, 11/1, 13/1, 14/5/1, 15, 16/5/1, 17, 
and 20/1 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 

More specifically, " the first ring gears is formed in one piece with the drive wheel 
or output component. " in lines 17-18 of claim 1 is inoperative. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1-11, and 13-20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

More specifically, " the spur gear " in line 8 of claims 1-2, and " the first ring gears 
" in line 17 of claim 1 are lacking of antecedent basis, thus render the claimed subject 
matter in claims 1-11, and 13-20 indefinite. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 4/1, 5/1, 6/1, 13/1, 14/5/1, and 20/1 are rejected under 35 U.S.C. 
103(a) as being unpatentable over EIrod et al. (US Patent 5,417,186). 

EIrond discloses an electric camshaft adjuster for adjusting and securing the 
phase angle of a camshaft (20, 24) of an internal combustion engine with respect to a 
crankshaft, comprising: a drive wheel which is connected fixedly in terms of rotation to 
the crankshaft (19), an output component (37) which is fixed to the camshaft, and a 
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harmonic drive (70, 40, 50, 60; 170, 160, 40, 50) liaving at least one ring gear-spur gear 
pairing, the at least one gear-ting pairing having a first ring gear connected fixedly in 
terms of rotation to the drive wheel, and a spur gear having at least a torque 
transmitting connection to the output component, the spur gear (70; 170) being 
embodied as an elastic sleeve and arranged at least partially within the first ring gear 
(50; 160), a wave generator (80; 180) which is driven by an electric adjustment motor 
(73) by means of an adjustment shaft (75; 175) which is fixed to the wave generator, the 
wave generator has means for elliptically deforming the elastic sleeve, causing a 
torque-transmitting connection is formed between the first ring gear and the elastic 
sleeve at two points on the elastic sleeve lying opposite one another; wherein a second 
ring gear (40) is arranged in the axial direction next to the first ring gear and coaxially 
with respect thereto, the elastic sleeve is arranged at least partially within the second 
ring gear and enters into a torque-transmitting connection with the second ring gear at 
two points lying opposite one another; wherein the torque-transmitting connection 
between the first ring gear and the elastic sleeve is implemented by means of an 
external toothing of the sleeve which engages in an internal toothing of the ring gear, 
and the number of teeth of the internal toothing of the first ring gear differs from the 
number of teeth of the external toothing of the elastic sleeve; wherein the torque- 
transmitting connection between the first ring gear and the elastic sleeve is 
implemented by means of an external toothing of the said sleeve which engages in an 
internal toothing of the ring gear, and the number of teeth of the internal toothing of the 
first ring gear differs from the number of teeth of the external toothing of the elastic 
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sleeve; wherein tine torque-transmitting connection between the first ring gear and the 
elastic sleeve is implemented in a frictionally locking fashion by means of the interaction 
of the smooth internal lateral face of the first ring gear and the smooth external lateral 
face of the elastic sleeve; wherein the motor shaft of the motor and the adjustment shaft 
have a connection by means of a rotationally fixed but radially movable. 

Furthermore, regarding the 35 U.S.C. 103(a) rejection to " the first ring gear is 
formed in one piece with the output component " in claim 1, the Examiner deems that it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to simply form the first ring gear and the output component in EIrod 
reference. Into one single piece of material, since it has been held, " that the use of a 
one piece construction instead of the structure disclosed in [the prior art] would be 
merely a matter of obvious engineering choice ", In re Larson, 340 F.2d 965,968,144 
USPQ347, 349 (CCPA 1965). 

In addition, regarding the rejection to claims 13/1-14/5/1, and 20/1, when a 
product by process claim is rejected over a prior art product such as that shown in 
EIrod, which appears to be identical, although produced by a different process, the 
burden is upon the applicants to come forward with evidence establishing an unobvious 
difference between the two. See In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). 
8. Claims 2, 4/2, 5/2, 6/2, 13/2, 14/5/2, 18-19, 20/2 are rejected under 35 U.S.C. 
103(a) as being unpatentable over EIrod et al. (US Patent 5,417,186). 

EIrond discloses an electric camshaft adjuster for adjusting and securing the 
phase angle of a camshaft (20, 24) of an internal combustion engine with respect to a 
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crankshaft, comprising: a drive wlieel wliicli is connected fixedly in terms of rotation to 
the crankshaft (19), an output component (37) which is fixed to the camshaft, and a 
harmonic drive (70, 40, 50, 60; 170, 160, 40, 50) having at least one ring gear-spur gear 
pairing, the at least one ring gear-spur gear pairing having a first ring gear connected 
fixedly in terms of rotation to the drive wheel, and a spur gear having at least a torque 
transmitting connection to the output component, the spur gear (70; 170) being 
embodied as an elastic sleeve and being arranged at least partially within the first ring 
gear (50; 160), a wave generator (80; 180) which is dhven by an electric adjustment 
motor (73) by means of an adjustment shaft (75; 175) which is fixed to the wave 
generator, the wave generator has means for elliptically deforming the elastic sleeve, 
the said sleeve is deformed in a way that a torque-transmitting connection is formed 
between the first ring gear and the elastic sleeve at two points on the elastic sleeve 
lying opposite one another, wherein the means for elliptically deforming the elastic 
sleeve are two beahng journals (81) which are attached to the adjustment shaft and 
bear against two regions of the elastic sleeve lying opposite one another; wherein a 
second ring gear (40) is arranged in the axial direction next to the first ring gear and 
coaxial ly with respect thereto, the elastic sleeve is arranged at least partially within the 
second ring gear and enters into a torque-transmitting connection with the second ring 
gear at two points lying opposite one another; wherein the torque-transmitting 
connection between the first ring gear and the elastic sleeve is implemented by means 
of an external toothing of the elastic sleeve which engages in an internal toothing of the 
first ring gear, and the number of teeth of the internal toothing of the first ring gear 
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differs from tine number of teetli of tine external tootliing of tine elastic sleeve; wherein 
the torque-transmitting connection between the first ring gear and the elastic sleeve is 
implemented by means of an external toothing of the elastic sleeve which engages in an 
internal toothing of the first ring gear, and the number of teeth of the internal toothing of 
the first ring gear differs from the number of teeth of the external toothing of the elastic 
sleeve; wherein the torque-transmitting connection between the ring gear and the 
sleeve is implemented in a frictionally locking fashion by means of the interaction of the 
smooth internal lateral face of the first ring gear and the smooth external lateral face of 
the elastic sleeve; wherein the motor shaft of the motor and the adjustment shaft have a 
connection by means of a rotationally fixed but radially movable; wherein the bearing 
journals are rotatably attached to the adjustment shaft using an eccentric fastening 
means and can be secured in a desired rotational angle position. 

In addition, regarding the rejection to claims 13/2-14/5/2, and 20/2, when a 
product by process claim is rejected over a prior art product such as that shown in 
EIrod, which appears to be identical, although produced by a different process, the 
burden is upon the applicants to come fonA^ard with evidence establishing an unobvious 
difference between the two. See In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). 

EIrod further discloses a ball bearing (84) being arranged on each of said bearing 
journals. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have utilized a roller bearing for each of said bearing journal, 
since the use thereof would provide an alternative electric camshaft adjuster. 
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9. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
EIrod et al. (as applied to claims 1-2 above) in view of design choice. 

The Applicant of this instant application has not disclosed that the specific 
material to make the components would provide an advantage, a particular purpose, or 
a solution to a stated problem. 

Therefore, It would have been obvious to one having ordinary skill in the art as a 
matter of design choice, to select the lightweight material made components, as 
necessary. 

1 0. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EIrod et al. (as applied to claims 1-2 above) in view of Decristofaro et al. (US 
Patent 7,144,468). 

EIrod discloses the invention, however, fails to disclose the electric adjustment 
motor being a brushless DC motor comprising a rare earth magnet. 

The patent to Decristofaro on the other hand, teaches that it is conventional in 
the electirc motor art, to have utilized a brushless DC motor (60, 62) comprising a rare 
earth magnet. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have utilized the brushless DC motor comprising a rare earth 
magnet, as taught by Decristofaro in the EIrod device, since the use thereof would 
provide a more efficient electric camshaft adjuster. 

1 1 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over EIrod 
et al. (as applied to claims 1-2 above) in view of design choice. 
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The Applicant of tin is instant application has not disclosed that the sleeve being of 
pot-shaped design would provide an advantage, a particular purpose, or a solution to a 
stated problem. 

Therefore, it would have been obvious to one having ordinary skill in the art as a 
matter of design choice, to select the sleeve in a pot-shaped design. 

Response to Arguments 

1 2. Applicant's arguments filed on 4/23/09 have been fully considered but they are 
not persuasive. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHING CHANG whose telephone number is (571)272- 
4857. The examiner can normally be reached on M-Th, 7:00 AM -5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571 )272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ching Chang/ 

Primary Examiner, Art Unit 3748 



